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Art Unit: 2191 

This is in response to the appeal brief filed 8/20/2007 appealing from the Office action mailed 
9/27/2006 & 2/8/2007. 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 



5,925,127 



Ahmad 



7-1999 



6,826,546 



Shuster 



11-2004 



20030204736 



Garrison 



10-2003 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
The rejection has been elaborated for clarification purpose. 

Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 5-12, 15-19, 22-26 are reject under 35 U.S.C. 102(b) as being anticipated by 
Ahmad (U.S. Patent No.5925127). 

3. Per claim 5 
Ahmad discloses 

A method for licensing software on a computer hardware platform, the software including at 
least one function that is restricted to a limited use ("The desired software program module may 
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be rented on a pay-per-use basis. " [Abstract] & "It allows the rental service provider to rent a 
particular software program module. " (col.l line 66 - col.2 line 2). & "Pay-per-use systems are 
available in the area such as television pay-per-use which is mostly restricted to one time 
viewing and some pay-per-use systems include hourly rate, daily rate and monthly rate" (col.l 
lines 46-51), comprising: 

■ Transmitting an activation request for a technology that must be registered to use the at 

least one function to a registration clearinghouse (col.2 lines 13-15 "The present 
invention satisfies the above described needs by providing a method and system for 
monitoring the use of a rented software program module. A desired software program 
module is registered with a central registration site called a Software Registry"). 

■ Causing registration information related to the technology that must be registered to use 

the at least one function to be compiled in a registration database (col. 9 lines 29-32 "a 
variety of software program module owners or developers may register their program 
modules on the Software Registry 95 for rental to prospective users by the rental service 
provider"). 

■ Receiving a communication that is capable of relieving the limited use restriction of the 

at least one function (col. 3 lines 20-28 "a check in/checkout (CICO) module, a 
computer program, and a Software Monitor module are launched onto a user f s 
computer. The computer program is launched after the CICO module is launched. The 
CICO module provides licensing information for the computer program to the Software 
Monitor module. In response to the licensing information provided by the CICO 
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module, the Software Monitor module authorizes use (i.e. relieve the limited use) of the 
computer program. "). 
■ Determining actual usage of the technology based on the registration information 
compiled in the registration database (col. 14 lines 28-31 "the program module 100 
queries the SM 140 to determine whether licensed usage time remains. The program 
module 100 may query the SM 140 on a regular or irregular basis."). 

4 . Per claim 6 

the rejection of claim 5 is incorporated and Ahmad further discloses 

■ providing payment to a technology holder, the payment based on the actual usage of the 
technology (col. 9 lines 1-5 "the user may be charged on an hourly usage rate basis 
where the user is charged when the program module is actually running. Alternatively, a 
usage count rate may be used where the user rents the program module for a fixed 
number of uses. "). 

5. For claims 7, 15 and 22 

the rejection of claim 5 is incorporated and Ahmad further discloses 

■ disallowing the execution of the function (col.2 lines 27-3 1 ; if the computer program 
does not receive authorization message, it won't allow to be used by user) 

6 . Per claim 8 

the rejection of claim 7 is incorporated and Ahmad further discloses 
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■ the predefined number of uses is zero (col.8 lines 65-67; the initial number of uses should 
be zero and program will be charged depending upon the length of time when the users 
use). 

7 . Per claim 9 

the rejection of claim 5 is incorporated and Ahmad further discloses 

■ receiving an invocation from the computer to execute the at least one function that is 
restricted to the limited use (col. 10 lines 27-32 "The CICO module is a tool that will 
encode this information on the user's computer so that the Software Monitor module can 
be made aware of the user's permission to use the program module, as well as the time 
period over which use of the program module is allowed"). 

8. Per claim 10 

A computer readable medium having software used in a software licensing system 
comprising: 

■ at least one function that is restricted to a limited use ("The desired software program 
module may be rented on a pay-per-use basis. " [Abstract] & "It allows the rental service 
provider to rent a particular software program module. " (col.l line 66 - col.2 line 2). & 
"Pay-per-use systems are available in the area such as television pay-per-use which is 
mostly restricted to one time viewing and some pay-per-use systems include hourly rate, 
daily rate and monthly rate" (col.l lines 46-51), the function containing at least one 
technology that must be registered before the limited use is relieved (col. 10 lines 6-10 
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"before a particular program module 100 may be rented, that program module 100 must 
be registered on a Software Registry 95, which is a central registration site which may be 
maintained on the rental service provider's server 88a or separately from the rental 
service provider's server 88a. "). 

■ logic for transmitting an activation request to a registration clearinghouse, the activation 
request related to at least one technology that must be registered to use the at least one 
function (col. 9 lines 29-32 "a variety of software program module owners or developers 
may register their program modules on the Software Registry 95 for rental to prospective 
users by the rental service provider."). 

■ logic for sending registration information, the registration information related to the 
technology that must be registered to use the at least one function to the registration 
clearinghouse, the registration clearinghouse including a means for compiling the 
registration information (col. 9 lines 29-32 "a variety of software program module owners 
or developers may register their program modules on the Software Registry 95 for rental 
to prospective users by the rental service provider"), the means for compiling the 
registration information being accessible to determine actual usage of the technology 
based on the registration information (col.14 lines 28-31 "the program module 100 
queries the SM 140 to determine whether licensed usage time remains. The program 
module 100 may query the SM 140 on a regular or irregular basis"). 

■ logic for receiving a communication, the communication including a means for relieving 
the limited use restriction of the at least one function (col.3 lines 20-28 "a check in/check 
out (CICO) module, a computer program, and a Software Monitor module are launched 
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onto a user's computer. The computer program is launched after the CICO module is 
launched. The CICO module provides licensing information for the computer program to 
the Software Monitor module. In response to the licensing information provided by the 
CICO module, the Software Monitor module authorizes use (i.e. relieve the limited use) 
of the computer program. 

9 . Per claim 1 1 

the rejection of claim 10 is incorporated and Ahmad fiirther discloses 

■ the means for compiling the registration request is a registration database (col.9 lines 21- 
23 "program modules available for rental are registered with a central registration site, 
such as a Software Registry 95."). 

10 . Per claims 12 and 19 

the rejection of claim 10 is incorporated and Ahmad further discloses 

■ the means for relieving the limited use restriction includes a key code or a source code 
(col. 1 0 lines 1 8-27 "the APPID can be a n Global Unique Identifier code" (GUID) 
assigned to selected program module titles by software manufacturers. The CICO module 
120 is a software program module responsible for providing licensing information for the 
rented program module 100 to the Software Monitor module 140 (discussed below) 
resident on the user's computer 20. The licensing information contained by the CICO 
module 120 includes the APPID and the licensed period of time over which the program 
module 100 may by used."). 
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1 1 . Per claims 16 and 23 

the rejection of claim 10 is incorporated and Ahmad further discloses 

■ the means for compiling the registration information may be accessed by a software 
provider to determine the actual usage of the technology based on the registration 
information (col. 14 lines 28-31 "the program module 100 queries the SM 140 to 
determine whether licensed usage time remains. The program module 100 may query the 
SM 140 on a regular or irregular basis."). 

12 . Per claims 17 and 24 

the rejection of claim 10 is incorporated and Ahmad further discloses 

■ the software provider provides a payment to a technology holder, the payment based on 
the actual usage of the technology (col.9 lines 1-5 "the user may be charged on an hourly 
usage rate basis where the user is charged when the program module is actually running. 
Alternatively, a usage count rate may be used where the user rents the program module 
for a fixed number of uses. "). 

13. Per claims 18 
Ahmad discloses 

A system for licensing software including: 

■ a protected software product, the software product including at least one function that is 
restricted to a limited use ( "The desired software program module may be rented on a 
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pay-per-use basis, " [Abstract] & "It allows the rental service provider to rent a 
particular software program module. " (col.l line 66 - col. 2 line 2). & "Pay-per-use 
systems are available in the area such as television pay-per-use which is mostly 
restricted to one time viewing and some pay-per-use systems include hourly rate, daily 
rate and monthly rate ,y (col.l lines 46-51)), the function containing at least one 
technology that must be registered before the limited use is relieved (col. 10 lines 6-10 
"before a particular program module 100 may be rented, that program module 100 must 
be registered on a Software Registry 95, which is a central registration site which may be 
maintained on the rental service provider's server 88a or separately from the rental 
service provider's server 88a"). 

■ the software including a logic for receiving a communication, the communication 
including a means for relieving the limited use restriction of the at least one function 
(col. 3 lines 20-28 "a check in/check out (CICO) module, a computer program, and a 
Software Monitor module are launched onto a user's computer. The computer program 
is launched after the CICO module is launched. The CICO module provides licensing 
information for the computer program to the Software Monitor module. In response to 
the licensing information provided by the CICO module, the Software Monitor module 
authorizes use (i.e. relieve the limited use) of the computer program. "). 

■ a registration clearinghouse for storing registration information associated with 
identification information compiled in a registration database used to track the use of the 
technology (col.9 lines 29-32 "a variety of software program module owners or 
developers may register their program modules on the Software Registry 95 for rental to 
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prospective users by the rental service provider"), the registration clearinghouse also 
containing the means for relieving the limited use restriction of the at least one function 
(col.9 lines 32-35 "It should further be understood that any number of rental service 
providers may be authorized to rent a particular software program module which is 
registered with the Software Registry 95"). 

14. Per claim 25 
Ahmad discloses 

A method for licensing software comprising: 

■ providing software to a user, the software including at least one unregistered technology 
within at least one restricted functionality module ([Abstract] "The desired software 
program module may be rented on a pay-per-use basis. " & (col.l line 66 - col.2 line 2) 
"It allows the rental service provider to rent a particular software program module. " & 
(col.9 lines 29-32) "a variety of software program module owners or developers may 
register their program modules on the Software Registry 95 for rental to prospective 
users by the rental service provider"). 

■ receiving a request from a user to relieve the restricted functionality module and relieving 
the restricted functionality (col.3 lines 20-28 "a check in/check out (CICO) module, a 
computer program, and a Software Monitor module are launched onto a user's computer. 
The computer program is launched after the CICO module is launched. The CICO 
module provides licensing information for the computer program to the Software Monitor 
module. In response to the licensing information provided by the CICO module, the 
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Software Monitor module authorizes use (i.e. relieve the limited use) of the computer 
program. "). 

■ creating activated functionality (col.2 lines 20-24, the check in/ check out module); 

■ licensing the registered technology from a technology holder (col.4 lines 50-53 
"Licensing information is received by the Software Monitor module from the CICO 
module for the computer program and the license to use the computer program during a 
licensed time of use is verified."). 

15- Per claim 26 

A method for managing the expense of licensed technology comprising: 

■ providing software to a user, the software including at least one unregistered technology 
within at least one restricted functionality module ([Abstract] "The desired software 
program module may be rented on a pay-per-use basis. " & (col.l line 66 - col.2 line 2) 
"It allows the rental service provider to rent a particular software program module. " & 
(col. 9 lines 29-32) "a variety of software program module owners or developers may 
register their program modules on the Software Registry 95 for rental to prospective 
users by the rental service provider"). 

■ receiving a request from a user to relieve the restricted functionality module (col.3 lines 
20-28 "a check in/check out (CICO) module, a computer program, and a Software 
Monitor module are launched onto a user f s computer. The computer program is 
launched after the CICO module is launched. The CICO module provides licensing 
information for the computer program to the Software Monitor module. In response to 
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the licensing information provided by the CICO module, the Software Monitor module 
authorizes use (i.e. relieve the limited use) of the computer program. "). 

■ compiling registration data in a registration database (col.9 lines 21-23 "program 
modules available for rental are registered with a central registration site, such as a 
Software Registry 95"). 

■ determining the usage of a registered technology based on the registration data in the 
registration database (col. 14 lines 28-31 "the program module 100 queries the SM 140 to 
determine whether licensed usage time remains. The program module 100 may query the 
SM 140 on a regular or irregular basis."). 



Claim Rejections - 35 USC § 103 
16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 



17. Claims 13 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Ahmad, and in view of Shuster (US Patent No. 6,826,546 Bl). 

18. Per claims 13 and 20 

the rejection of claim 10 is incorporated 
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Ahmad does not disclose 

■ at least one function is playing a DVD movie. 
But Shuster discloses 

■ at the least one function is playing a DVD movie (col. 5 lines 13-23). 

■ Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Ahmad by at the least one function is playing a DVD 
movie as taught by Shuster in order to protect unauthorized copy of a copyright work in 
the form of digital files such as music, movies and software may be download from the 
internet if the copy of a software program which has not a valid serial number (col.l lines 
30-34;col5. lines 13-20). 

19. Claims 14 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Ahmad, and in view of Garrison et al (US Pub. No.2003/0204736 Al, hereafter "Garrison"). 
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20. For claims 14 and 21 

the rejection of claim 10 is incorporated 

Ahmad does not disclose 

■ At least one technology used to decode digital audio and technology used to decode 
digital video. 

But Garrison discloses 

■ At least one technology used to decode digital audio and video ([0015]). 

■ Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Ahmad by technology used to decode digital audio and 
video as taught by Garrison in order to restrict user who is inclined to use video graph 
and audio recordings by using public decryption key from the manufacturer of recording 
device ([0015]). 
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(10) Response to Argument 

Appellant has argued in the following: 

(a) A method for licensing software on a computer hardware platform, the software 
including at least one function that is restricted to a limited use. Applicant respectfully 
submits that Ahmad fails to teach, disclose or suggest certain features in claims 5, 10, 18, 25, and 
26. 

Examiner Responses: 

Examiner disagrees. In Ahmad's invention, it discloses "The desired software program 
module may be rented on a pay-per-use basis." (Abstract). "It allows the rental service provider 
to rent a particular software program module." (col.l line 66 - col.2 line 2). "Pay-per-use 
systems are available in the area such as television pay-per-use which is mostly restricted to one 
time viewing and some pay-per-use systems include hourly rate, daily rate and monthly rate" 
(col.l lines 46-51). Based on the pay-per-use basis, "program module may be rented on a 
predetermined interval basis and charged depending upon the length of time the user has the 
software checked out. For example, the user may pay for ten uses of a particular program module 
where a signal use is consumed each time the program module is run on the user's 
computer."(col.8 line 65- col. 9 line 7). From the foregoing discussion, if the user/renter does not 
pay the rent of particular software module, the user will be restricted from running the program 
module. 
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(b) receiving a communication that is capable of relieving the limited use 
restriction of at least one function. Appellant respectfully submits that Ahmad fails to disclose, 
teach or suggest certain features in claims 5, 10, 18, 25, and 26. 

Examiner Responses: 

Examiner disagrees. Based on the pay-per-use basis, Ahmad discloses "The Check- 
in/Check-out (CICO) module provides required licensing information for the rented software 
program module to the Software Monitor module. The Software Monitor module monitors use 
of the rented software program module while it is in use by the user" (col.2 lines 20-24). Once 
the user paid and requested a use a particular program, "a CICO module, a computer program, 
and a Software Monitor module are launched onto a user's computer. The computer program is 
launched after the CICO module is launched. The CICO module provides licensing information 
for the computer program to the Software Monitor module. In response to the licensing 
information provided by the CICO module, the Software Monitor module authorizes use (i.e. 
relieve the limited use) of the computer program" (col. 3 lines 20-28). 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 



Junchun Wu, Patent Examiner 
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